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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Administrators of the Tulane Educational Fund

Granted to Date
of previous ex-
tension

01/27/2016

Address 6823 St. Charles Street 300 Gibson Hall
New Orleans, LA 70118
UNITED STATES

Attorney informa-
tion

Marie Breaux
M Breaux Intellectual Property Law
700 Camp Street, Suite 418
New Orleans, LA 70130
UNITED STATES
marie@mbipl.com, adriano@mbipl.com

Applicant Information

Application No 86620537 Publication date 09/29/2015

Opposition Filing
Date

01/27/2016 Opposition Peri-
od Ends

01/27/2016

Applicant Utomik B.V.
Paradijslaan 5, 5611 KM
Eindhoven,
NETHERLANDS

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Interactive entertainment software, namely,
downloadable computer programs, software and applications for playing computer games and video
games on mobile and non-mobile devices; downloadable computer programs, software and applica-
tions for accessing computer games and video games on mobile and non-mobile devices

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3459269 Application Date 03/19/2003

Registration Date 07/01/2008 Foreign Priority
Date

NONE

http://estta.uspto.gov


Word Mark T U

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U".

Goods/Services Class 024. First use: First Use: 2002/12/31 First Use In Commerce: 2002/12/31
Cloth flags and pennants

U.S. Registration
No.

3459267 Application Date 03/19/2003

Registration Date 07/01/2008 Foreign Priority
Date

NONE

Word Mark TU

Design Mark



Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U".

Goods/Services Class 014. First use: First Use: 2002/12/31 First Use In Commerce: 2002/12/31
Gifts and novelties of precious metals,namely, jewelry

U.S. Registration
No.

3389653 Application Date 10/31/2002

Registration Date 02/26/2008 Foreign Priority
Date

NONE

Word Mark T U

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U".

Goods/Services Class 021. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Housewares, namely, coffee mugs, beer mugs, beverage glassware, beverage
ware, bottle openers, coasters, commemorative plates, drinking glasses, mugs,
plastic cups, insulating sleeve holders for beverage cans, plates

U.S. Registration
No.

3308046 Application Date 03/21/2003

Registration Date 10/09/2007 Foreign Priority
Date

NONE

Word Mark T U



Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U".

Goods/Services Class 035. First use: First Use: 1914/00/00 First Use In Commerce: 1914/00/00
conducting research and experiments forothers in the field of business
Class 042. First use: First Use: 1884/00/00 First Use In Commerce: 1902/00/00
Conducting scientific research, scientific testing, and laboratory experiments for
others in the fields of engineering,architecture, law, and social work; Conducting
scientific research, scientific testing, and laboratory experiments for others in the
fields of liberal arts andsciences, namely, anthropology, art, cell and molecular
biology, ecology and evolutionary biology, chemistry, classicalstudies, commu-
nication, earth and environmental sciences, economics, English, French and
Italian, Germanic and Slavic studies, history, mathematics, music, philosophy,
physics, political science, psychology, sociology, Spanish and Portuguese, and
theater and dance; Conducting medical research, clinical testing, and laboratory
experiments in the fields of medicine, public health, and tropical medicine
Class 044. First use: First Use: 1884/00/00 First Use In Commerce: 1902/00/00
Providing hospital, medical, and healthcare services; Conducting medical testing
in the fields of public health and tropical medicine
Class 045. First use: First Use: 1927/00/00 First Use In Commerce: 1927/00/00
conducting research, testing, and experiments for others in the field of social-
work, except for scientific and laboratory research, scientific and laboratory test-
ing, and scientific and laboratory experiments

U.S. Registration
No.

3459266 Application Date 03/18/2003

Registration Date 07/01/2008 Foreign Priority
Date

NONE

Word Mark TU



Design Mark

Description of
Mark

NONE

Goods/Services Class 006. First use: First Use: 2002/12/31 First Use In Commerce: 2002/12/31
Gift and novelties made of non-preciousmetal, namely, boxes, key chains and
rings, and license plates
Class 020. First use: First Use: 2002/12/31 First Use In Commerce: 2002/12/31
Gifts and novelties made of non-precious metal, namely, picture frames

U.S. Registration
No.

3319357 Application Date 03/21/2003

Registration Date 10/23/2007 Foreign Priority
Date

NONE

Word Mark T U TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U" adjacent to the
stylized words "TULANE UNIVERSITY".

Goods/Services Class 035. First use: First Use: 1914/00/00 First Use In Commerce: 1914/00/00
Conducting research and experiments forothers in the field of business
Class 042. First use: First Use: 1884/00/00 First Use In Commerce: 1884/00/00
Conducting scientific research, scientific testing, and laboratory experiments for
others in the fields of engineering,architecture, law, and social work; Conducting



scientific research, scientific testing, and laboratory experiments for others in the
fields of liberal arts andsciences, namely, anthropology, art, cell and molecular
biology, ecology and evolutionary biology, chemistry, classicalstudies, commu-
nication, earth and environmental sciences, economics, English, French and
Italian, Germanic and Slavic studies, history, mathematics, music, philosophy,
physics, political science, psychology, sociology, Spanish and Portuguese, and
theater and dance; Conducting medical research, clinical testing, and laboratory
experiments in the fields of medicine, public health, and tropical medicine
Class 044. First use: First Use: 1884/00/00 First Use In Commerce: 1884/00/00
Providing hospital, medical, and healthcare services; Conducting medical testing
in the fields of public health and tropical medicine
Class 045. First use: First Use: 1927/00/00 First Use In Commerce: 1927/00/00
Conducting research, testing, and experiments for others in the field of social-
work, except for scientific and laboratory research, scientific and laboratory test-
ing, and scientific and laboratory experiments

U.S. Registration
No.

3344943 Application Date 03/18/2003

Registration Date 11/27/2007 Foreign Priority
Date

NONE

Word Mark TU TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U" adjacent to the
stylized words "Tulane" and "University."

Goods/Services Class 014. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Gifts and novelties of precious metals,namely, jewelry

U.S. Registration
No.

3344942 Application Date 03/18/2003

Registration Date 11/27/2007 Foreign Priority
Date

NONE

Word Mark TU TULANE UNIVERSITY

Design Mark



Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U"adjacent to
thestylized words "Tulane" and "University."

Goods/Services Class 006. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Gifts and novelties made of non-precious metal, namely, license plates
Class 020. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Gifts and novelties made of non-precious metal, namely, picture frames

U.S. Registration
No.

3303322 Application Date 11/04/2002

Registration Date 10/02/2007 Foreign Priority
Date

NONE

Word Mark T U TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U" adjacent to the
stylized words "TULANE UNIVERSITY".

Goods/Services Class 016. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Paper goods, namely, writing paper, folders, loose-leaf binders, stationery, cal-
endars, greeting cards, notepads, decals, and note books; writing instruments,
namely, ball point pens and lead pencils

U.S. Registration
No.

3308024 Application Date 11/04/2002

Registration Date 10/09/2007 Foreign Priority
Date

NONE

Word Mark TU TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of shield bearing an overlapping "T" and "U" adjacent to the
stylized words "TULANE UNIVERSITY".

Goods/Services Class 021. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Housewares, namely, coffee mugs, beverage glassware, beverage ware, bottle
openers, mugs, plastic cups



U.S. Registration
No.

3303321 Application Date 11/04/2002

Registration Date 10/02/2007 Foreign Priority
Date

NONE

Word Mark TU TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U" adjacent to the
stylized words "TULANE UNIVERSITY".

Goods/Services Class 025. First use: First Use: 2002/12/31 First Use In Commerce: 2002/12/31
Clothing, namely, t-shirts, golf shirts, sport shirts

U.S. Registration
No.

2968179 Application Date 11/04/2002

Registration Date 07/12/2005 Foreign Priority
Date

NONE

Word Mark TU TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of a shield bearing an overlapping "T" and "U" adjacent to the
stylized words "TULANE UNIVERSITY".

Goods/Services Class 041. First use: First Use: 2002/08/09 First Use In Commerce: 2002/08/09
Educational services in a wide variety of fields, namely providing instruction and
training at the undergraduate, graduate, post-graduate, professional levels,and
continuing education services; entertainment services, namely, arranging and
conducting athletic and sports events and competitions, musicals, theatric-
als,dance performances, public speaking events, and visual, literary and per-
formingarts presentations; and recreational services in the nature of swimming
pools, tennis courts, and weight training facilities

U.S. Registration
No.

3344948 Application Date 03/19/2003

Registration Date 11/27/2007 Foreign Priority
Date

NONE



Word Mark TU TULANE UNIVERSITY

Design Mark

Description of
Mark

The mark consists of a shield bearing and overlapping "T" and "U" adjacent to
the stylized words "TULANE" and "UNIVERSITY".

Goods/Services Class 016. First use: First Use: 1925/01/01 First Use In Commerce: 1925/01/01
Personal organizers
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /MBreaux/

Name Marie Breaux

Date 01/27/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

       ) 

The Administrators of the Tulane   ) Opposition No.: ____________ 

Educational Fund     )  

  Opposer,    ) Serial No.: 86/620537 

       ) Proposed Design Mark: 

v. )    

 ) 

            )  

Utomik B.V.      )  

  Applicant.    )  

_________________________________________ ) 

 
NOTICE OF OPPOSITION 

 Opposer The Administrators of the Tulane Educational Fund (ȃOpposerȄǼ, a non-

profit corporation organized under the laws of Louisiana, will be damaged by the 

issuance of a trademark registration to Utomik B.V. for the proposed design mark (the 

ȃUtomik MarkȄ) as applied for in Application Serial No. 86/620537.  

Mark, hereby opposes same. 

 As grounds for opposition, Opposer alleges as follows: 

1. Applicant Utomik B.V. (ȃApplicantȄ), is a Dutch Limited Liability 

Company. 

2. On May 6, 2015, Applicant filed for registration of the Utomik Mark on the 

Principal Register in International Class ǻȃICȄǼ 009, as applied to: 

 Tulane, having previously been granted an extension of time to oppose the Utomik 
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Interactive entertainment software, namely, downloadable computer 

programs, software and applications for playing computer games and 

video games on mobile and non-mobile devices; downloadable computer 

programs, software and applications for accessing computer games and 

video games on mobile and non-mobile devices 

 

3. Applicant filed its application to register the Utomik Mark on an intent-to-

use basis. 

4. Opposer is a non-profit corporation organized under the laws of Louisiana, 

whose address is 6823 St. Charles Avenue, 300 Gibson Hall, Tulane University, New 

Orleans, Louisiana 70118. 

5. Opposer is the owner of thirteen U.S. registrations for the design mark 

ȃTUȄ  for a wide variety of goods and services, as indicated in the table below (the 

ȃTU Design MarksȄ).  True and correct copies of current print outs from the electronic 

database records of the USPTO for each registration are attached as in globo Exhibit A 

(the ȃTU RegistrationsȄ). 

Trademark Reg. No. Reg. Date IC & Goods / Services  

 

3459269 July 1, 2008 

024 - Cloth flags and pennants. 

 

ȃȄ 3459267 ͟͞ 
014 - Gifts and novelties of precious metals, namely, 

jewelry. 

ȃȄ 3389653 
February 26, 

2008 

021 - Housewares, namely, coffee mugs, beer mugs, 

beverage glassware, beverage ware, bottle openers, 

coasters, commemorative plates, drinking glasses, 

mugs, plastic cups, insulating sleeve holders for 

beverage cans, plates. 
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3308046 
October 9, 

2007 

035 - Conducting research and experiments for others 

in the field of business. 

 

042 - Conducting scientific research, scientific testing, 

and laboratory experiments for others in the fields of 

engineering, architecture, law, and social work; 

Conducting scientific research, scientific testing, and 

laboratory experiments for others in the fields of 

liberal arts and sciences, namely, anthropology, art, 

cell and molecular biology, ecology and evolutionary 

biology, chemistry, classical studies, communication, 

earth and environmental sciences, economics, English, 

French and Italian, Germanic and Slavic studies, 

history, mathematics, music, philosophy, physics, 

political science, psychology, sociology, Spanish and 

Portuguese, and theater and dance; Conducting 

medical research, clinical testing, and laboratory 

experiments in the fields of medicine, public health, 

and tropical medicine. 

 

044 - Providing hospital, medical, and health care 

services; Conducting medical testing in the fields of 

public health and tropical medicine. 

 

045 - Conducting research, testing, and experiments 

for others in the field of social work, except for 

scientific and laboratory research, scientific and 

laboratory testing, and scientific and laboratory 

experiments. 

ȃȄ 3459266 July 1, 2008 

006 - Gift and novelties made of non-precious metal, 

namely, boxes, key chains and rings, and license 

plates. 

 

020 - Gifts and novelties made of non-precious metal, 

namely, picture frames. 

 

3319357 
October 23, 

2007 

͟͞ 

ȃȄ 3344943 
November 27, 

2007 

014 - Gifts and novelties of precious metals, namely, 

jewelry. 

ȃȄ 3344942 ͟͞ 

006 – Gifts and novelties made of non-precious metal, 

namely, license plates. 

 

020 - Gifts and novelties made of non-precious metal, 

namely, picture frames. 
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3303322 
October 2, 

2007 

016 - Paper goods, namely, writing paper, folders, 

loose-leaf binders, stationery, calendars, greeting 

cards, notepads, decals, and note books; writing 

instruments, namely, ball point pens and lead pencils. 

ȃȄ 3308024 
October 9, 

2007 

021 - Housewares, namely, coffee mugs, beverage 

glassware, beverage ware, bottle openers, mugs, 

plastic cups. 

ȃȄ 3303321 
October 2, 

2007 

025 - Clothing, namely, t-shirts, golf shirts, sport shirts. 

ȃȄ 2968179 July 12, 2005 

041 - Educational services in a wide variety of fields, 

namely providing instruction and training at the 

undergraduate, graduate, post-graduate, professional 

levels, and continuing education services; 

entertainment services, namely, arranging and 

conducting athletic and sports events and 

competitions, musicals, theatricals, dance 

performances, public speaking events, and visual, 

literary and performing arts presentations; and 

recreational services in the nature of swimming pools, 

tennis courts, and weight training facilities 

ȁȂ 3344948 
November 27, 

2007 

016 – Personal organizers  

owns and has continuously used the TU Design Marks for a wide variety of unregistered 

goods and services. 

7. The design of the TU Design Marks is described as an interlocking ȃTȄ and 

ȃU,Ȅ and was adopted by Opposer in 2002. 

8.  Opposer is a nationally-renowned university founded in 1847, and as a 

result, persons familiar with Opposer and its TU Design Marks have come to recognize 

OpposerȂs TU Design Marks as an indication of a unique brand of goods and services. 

9.  By virtue of its exclusive and continuous use of the TU Design Marks, 

Opposer has acquired and is the sole owner of common law, state, and federal trademark 

rights to the TU Design Marks. 

6. In addition to the trademarks identified above in Paragraph 5, Opposer 
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10. The TU Registrations constitute prima facie evidence of the validity and 

registration of the respective TU Design Marks, of OpposerȂs ownership of the TU Design 

Marks, and of OpposerȂs exclusive right to use the TU Design Marks in commerce on or 

in connection with the goods and services specified in each registration.  

11. “pplicant may only assert ȃconstructiveȄ use of the Utomik Mark as of May 

12. OpposerȂs TU Design Marks are valid and enforceable as shown in Exhibit 

A, with a first use in commerce years before Applicant applied for registration of the 

Utomik Mark.   

13. Opposer has priority over ApplicantȂs Utomik Mark.  Accordingly, 

registration of the Utomik Mark is improper under Section 2(d) of the Trademark Act, 15 

U.S.C. § 1052(d).  

14. Persons familiar with OpposerȂs goods and services provided under the TU 

Design Marks, upon seeing the goods to be provided under the Utomik Mark, would 

likely believe, and would be justified in so believing, that such goods originated from 

Opposer or were produced in association, connection, or affiliation with, or under 

sponsorship, approval, or authorization by Opposer.   

15. In view of the similarity of the design of ApplicantȂs Utomik Mark and the 

design of OpposerȂs TU Design Marks, the Utomik Mark so resembles OpposerȂs TU 

6, 2015, well after Opposer had adopted and begun use of its TU Design Marks. 
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Design Marks as to be likely to cause confusion, or to cause mistake, or to deceive when 

used in connection with the goods identified in ApplicationȂs application for registration. 

16. Because ApplicantȂs Utomik Mark will likely cause confusion as to the 

source of goods, registration of that mark violates Section 2(d) of the Lanham Act, 15 

U.S.C. § 1052(d). 

17. OpposerȂs TU Design Marks are distinctive and famous.  Registration of the 

Utomik Mark will cause, further, or support dilution of the distinctive quality of 

OpposerȂs TU Design Marks and otherwise violate and infringe upon OpposerȂs rights 

under Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

WHEREFORE, The Administrators of the Tulane Educational Fund respectfully 

pray that this Opposition be sustained and that Application Serial No. 86/620537 be 

refused registration.  

Opposer submits herewith the requisite filing fee of $300.00 for this opposition. 

     Respectfully submitted, 

      

 

      s/MBreaux   

Marie Breaux 

Adriano Pacifici 

M Breaux Intellectual Property Law LLC 

700 Camp Street, Suite 418 

New Orleans, LA 70130 

Phone:  (504) 975-1462   

Email:  marie@mbipl.com; adriano@mbipl.com 

 

Attorneys for Opposer, The Administrators of 

the Tulane Educational Fund 
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CERTIFICATE OF MAILING 

 

I hereby certify that a copy of the attached NOTICE OF OPPOSITION (together 

with all exhibits and a copy of this Certificate) was served on this 27th day of January 

2016 by US First Class Mail and email to: 

 

Gavan Willis Cook  

Apt A 

731 Emerson St. 

Palo Alto, CA 94301 

  

Dated:  January 27, 2016 

 s/MBreaux  



 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

Exhibit A 
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